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DETAILED ACTION 

This Office Action is responsive to the Applicant's communication filed May 23, 
2006. In virtue of this communication, claims 1-6 are pending in the instant application. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Drawing Objections 

2. Figures 1 and 2 should be designated by a legend such as -Prior Art-- because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Disclosure Objections 

3. The specification of the submitted disclosure is objected to because of the 
following informalities: 

• Page 2, line 24; delete "which". 
Appropriate correction is required. 
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Claim Objections 

4. Claim 1 is objected to because of the following informalities: 
• Line 1 1 ; replace "wndings" with --windings--. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 3, and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hsia (Patent No: US 5,394,043). 

With regard to claim 1, Hsia discloses an electric motor [10], for powering 
downhole tools (Statements of intended use do not further limit the scope of the claim.), 
the motor comprising: 

a stator [20] (see col. 2, lines 19-20); and 

a rotor [30] (see col. 2, lines 28-30) connectable to a rotatable device [40] (see 
col. 2, lines 36-39); 

a permanent magnet [60] (see col. 2, lines 53-59); and 

a series of coiled windings [22] or laminations [24] (see col. 2, lines 24-26) having 
a connection to a DC supply (see col. 5, lines 5-9), the permanent magnet and the 
laminations being arranged annularly with respect to each other (see col. 2, lines 56- 
59); and 
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a potting material [116] impervious to wellbore fluids (see col. 1, lines 60-64; A 
material capable of withstanding autoclaving conditions would easily withstand common 
wellbore fluids.), the laminations and coil windings being potted in the material (see col. 
3, lines 62-66). 

With regard to claim 3, Hsia discloses an electric motor according to claim 1, as 
stated above, further comprising a motor housing [12] which confines the potting 
material (The figure shows the potting material [116] completely encapsulated by the 
motor housing [12].). 

With regard to claim 4, Hsia discloses an electric motor according to claim 1, as 
stated above, further comprising: 

wiring [100,106] that exits from the potted material through a metal clad tube [92] 
(see col. 3, lines 57-61), onto which an 0 ring seal can be used (Statements of intended 
use do not further limit the scope of the claim.). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2 and 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Hsia. 
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With regard to claim 2, Hsia discloses an electric motor according to claim 1, as 
stated above. Hsia, however, does not explicitly teach that the potting material is 
introduced under a vacuum. However, this difference is not of patentable merit since 
the electric motor is a finished product which can be made by any process. Therefore, 
to employ a vacuum to form the potting material of the electric motor of Hsia would have 
been convincingly obvious to one of ordinary skill in the art. 

With regard to claim 6, Hsia discloses an electric motor assembly according to 
claim 5, as stated above. Hsia, however does not explicitly teach that the motors are 
secured together before the potting material is introduced. However, this difference is 
not of patentable merit since the electric motor is a finished product which can be made 
by any process. Therefore, to assemble the motors before injecting the potting material 
to form the electric motor of Hsia would have been convincingly obvious to one of 
ordinary skill in the art. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hsia in 
view of Owada et al. (Patent No: US 4,329,122), hereinafter referred to as "Owada". 

With regard to claim 5, Hsia discloses an electric motor according to claim 1, as 
stated above. Hsia, however, does not disclose an electric motor assembly comprising 
two or more said motors secured in series. 

Owada discloses an electric motor assembly used in submersible pumps that 
uses two or more electric motors arranged in series (see lines 1-2 of the abstract). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to implement the electric motor of Hsia by using two motors 
connected in series as taught by Owada, for powering submersible pumps, since 
Owada teaches that using multiple motors allows for testing of various parts of the 
apparatus (see col. 3, lines 36-41). 

Citation of Relevant Prior Art 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Prior art: 

• Puterbaugh et al. (Publication No: US 2006/0119197 A1) discloses an electric 
motor with a heat-conductive solid resin encapsulating the stator assembly, 
which is injected using a vacuum; 

• Blase et al. (Publication No: US 2005/0212367 A1) discloses a direct current 
motor with sensors and circuitry encapsulated in an insulating and fuel resistant 
material within its housing; 

• Lieu et al. (Publication No: US 2005/0134124 A1) discloses a motor including a 
shaft, rotor, stator, and an injection molded thermoplastic material encapsulating 
the stator windings; 

• Bresolin (Patent No: US 5,767,606) discloses an electric motor with a laminated 
stator and windings embedded in a matrix of insulating resin; and 
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• Beavers et al. (Patent No: US 4,421,999) discloses a submersible pump with a 
motor with bellows or elastomeric barriers. 

Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL ANDREWS whose telephone number is 
(571)270-7554. The examiner can normally be reached on Monday through Thursday 
between the hours of 8:30 and 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thuy V. Tran can be reached at (571)272-1828. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MICHAEL ANDREWS/ /Kimberly D Nguyen/ 

Examiner, Art Unit 4176 Supervisory Patent Examiner, Art 

Unit 2894 
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